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DETAILED ACTION 



Response to Arguments 



1. Applicant's arguments filed 04/02/2004 have been fully considered but they are 
not persuasive. Please see the following reasons and the grounds of rejection below. 

2. The applicant's arguments can be summarized as follows: on page 17, 
paragraph 3 - page 18, paragraph 1 , the applicant argues that the reference to 
Pasonen (EP 0615377 A2) does not teach a bifurcated interface and that the previous 
action does not identify the "host portion" of the machine. The applicant further argues 
regarding reference to Grab et al. (USPN 6,101 ,397) that the examiner again does not 
make clear the traveler portion and the host portion in the reference. Further, the 
applicant posits that the personal digital assistant of Grob et al. (USPN 6,101,397) is the 
fax function. 

3. The argument is not persuasive because the references to Pasonen (EP 
0615377 A2) and Grab et al. (USPN 6,101,397) do teach the use of a bifurcated 
interface (Pasonen (EP 0615377 A2)), a host portion (both Pasonen (EP 0615377 A2) 
and Grob et al. (USPN 6,101,397)), and a traveler portion separated from the host 
portion (Grob et al. (USPN 6,101,397)). Specifically, Pasonen (EP 0615377 A2) 
teaches a host portion and a bifurcated interface. The host portion is the input portion 
used by the user to interface with the fax device. The bifurcated interface allows a user 
to input both numerical and pre-programmed commands. Please note that an interface 
that allows for any two types of data to be entered can be considered a "bifurcated 
interface" since the applicant has not served as his own lexicographer in the application, 
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the claim language is considered as its broadest reasonable interpretation. Grob et al. 
(USPN 6,101 ,397) teaches a traveler portion and a host portion. Specifically, Grob et 
al. (USPN 6,101 ,397) points out that an embodiment of the system can be carried out 
with a PDA with a fax "adapter." This adapter would allow for communication between 
the traveler portion and the fax machine for input. 

4. All further arguments regarding claims 12-23 are not persuasive for the same 
reasons shown above. 

5. All further arguments are moot in view of the new grounds of rejection below. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 12-23, 38-46, and 48-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pasonen (EP 0615377 A2) in view of Grob et al. (USPN 6,101,397). 

8. Regarding claim 12, Pasonen (EP 0615377 A2) teaches a system, comprising a 
fax-to-email network including at least a sender side at which an image on paper is 
received by the network and a receiver side from which an email message is accessible 
to an email user, and a bifurcated interface at the sender side, the sender side including 
a fax function selectively generating a facsimile from an image on paper, and the 
bifurcated interface including a host portion, the host portion being connected to the fax 
function (figure 1; column 3, lines 10-30). 
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Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose a traveler portion selectively 
communicating with the host portion, the traveler portion being portable. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101 ,397) discloses a system for 
interaction with a fax machine and sending fax to email communications including a 
traveler portion selectively communicating with a host portion, the traveler portion being 
portable (column 2, lines 1-2; column 4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device. 
This benefits the system by allowing the user to input addresses without having to look 
up and manually enter onto a keypad, thus decreasing mistakes. 
9. Regarding claim 13, although the system disclosed by Pasonen (EP 0615377 
A2) (as applied to claim 12) shows substantial features of the claimed invention, it fails 
to disclose that the traveler portion is a specially programmed personal digital assistant. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 
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In an analogous art, Grob et al. (USPN 6,101 ,397) discloses a system for 
interaction with a fax machine and sending fax to email communications including a 
traveler portion that is a specially programmed personal digital assistant (column 2, 
lines 1-2; column 4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

10. Regarding claim 14, although the system disclosed by Pasonen (EP 0615377 
A2) (as applied to claim 1 3) shows substantial features of the claimed invention, it fails 
to disclose the personal data assistant being programmed as a data entry tool having 
command communicating ability and a first communication protocol, and said host 
portion being programmed with a communication protocol compatible with said first 
communication protocol. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2) t as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the 
personal data assistant being programmed as a data entry tool having command 
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communicating ability and a first communication protocol, and said host portion being 
programmed with a communication protocol compatible with said first communication 
protocol (column 2, lines 1-2; column 4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. The communication protocols must be the same 
for the result to be achieved. 

11. Regarding claim 15, Pasonen (EP 0615377 A2) teach all the limitations as 
applied to claim 1 3. He further teaches a fax-to email communication system with input 
means for sending the address together with commands instructing the host portion to 
enter a selected fax delivery mode (figure 1; column 3, lines 1 1-30). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose the traveler portion being' 
programmed to receive input of an email address and to communicate to the host 
portion, via infrared linking, the address. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 
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In an analogous art, Grob et al. (USPN 6,101 ,397) discloses a system for 
interaction with a fax machine and sending fax to email communications comprising a 
traveler portion being programmed to receive input of an email address and to 
communicate to the host portion, the address (column 2, lines 1-2; column 4, lines 15- 
21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the passing of address information 
from the PDA to the machine. This benefits the system by allowing the user to enter 
destination addresses without having to recall the address or numbers from memory 
and without making mistakes on keypad entry. 

A person having ordinary skill in the art would have readily recognized the 
desirability and advantages of modifying Pasonen (EP 0615377 A2) and Grob et al. 
(USPN 6,101,397) by employing the use of infrared signals for passing information. 
Grob et al. (USPN 6,101 ,397) disclose the use of a PDA in communication with a fax 
machine. Infrared communications are commonly known in relation to PDA 
communications and would be an obvious mode of communication for the fax/computer 
interface. This benefits the system by allowing users to communicate in close proximity 
to the fax machine without having to make a physical connection. 
12. Regarding claim 16, Pasonen (EP 0615377 A2) teaches a facsimile 
communication system with means for transmitting an image, which begins as a 
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hardcopy, from a fax enabled device to a destination address entered (figure 1 ; column 
3, lines 11-30). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant and the personal data assistant is separate 
from the fax device. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
machine interfaces with a personal data assistant and the personal data assistant is 
separate from the fax device (figure 1; column 2, lines 1-2; column 4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101 ,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

13. Regarding claim 17, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 16. He further teaches means for: 
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a. Conveying via a first protocol a received address to a host interface 
portion together with commands instructing the host interface portion of 
initiate facsimile delivery (figure 1; column 4, lines 4-7). 

b. Establishing a connection between the host interface portion and a 
forwarding facility (column 3, lines 11-13). 

c. Conveying during the first communication session via a second 
protocol the received address from the host interface portion to the 
forwarding facility (column 3, lines 11-13). 

d. Conveying during the first communication session via a facsimile 
protocol an image from a fax function associated with the host 
interface portion of the forwarding facility (column 4, lines 4-12, 36-42). 

e. Delivering the image as an electronic file from the forwarding facility to 
the destination address received (column 4, line 52 - column 5, line 6). 



Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received by a personal data assistant and conveyed to the host device therefrom. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein an 



# 
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address is received by a personal data assistant and conveyed to the host device 
therefrom (figure 1; column 2, lines 1-2; column 4, lines 15-21). 

Given the teaching of Grab et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

14. Regarding claim 18, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 16. He further teaches means wherein the transmitting step includes at 
least the step of delivering to an email address entered, an email message containing a 
faxed document as an attachment and containing custom text entered (column 5, lines 
1 -6). Note that any additional text could be entered at the fax device. 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
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machine interfaces with a personal data assistant (figure 1; column 2, lines 1-2; column 
4, lines 15-21). 

Given the teaching of Grab et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

15. Regarding claim 19, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 16. He further teaches means wherein the transmitting step includes at 
least the transmission of a document, which begins as a hardcopy, from a fax enabled 
device to a forwarding facility via facsimile protocol and the delivery of the document as 
an electronic file to an email address (column 4, line 4 - column 5, line 6). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grab et al. (USPN 6,101,397). 

In an analogous art, Grab et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
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machine interfaces with a personal data assistant (figure 1; column 2, lines 1-2; column 
4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

16. Regarding claim 20, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 16. He further teaches transmitting custom text and an email address 
to a server across a first communication network and during a single communication 
session on that first network, and the creation at the server of an email message 
containing the custom text, and transmission of the email message from the server to 
the email address (column 4, line 4 - column 5, line 6). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the originating 
device interfaces with a personal data assistant for address entry. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the 
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originating device interfaces with a personal data assistant for address entry (figure 1 ; 
column 2, lines 1-2; column 4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101 ,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

17. Regarding claim 21 , Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 16. He further teaches means for: 

a. Entering destination addresses selected from the group consisting of 
email addresses and telephone numbers (column 4, lines 4-7). 

b. Placing hard copy documents into the scanner portion of a fax function 
(column 4, lines 4-7). The fax machine used requires scanning of 
documents. 

c. Communicating the destination addresses to a host interface portion 
(column 4, lines 4-21). 

d. Communicating the image data from the fax function to the address 
entered (column 4, line 52 - column 5, line 6). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant. 
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Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
machine interfaces with a personal data assistant (figure 1; column 2, lines 1-2; column 
4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101 ,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

18. Regarding claim 22, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 21 . He further teaches means wherein if the destination address is an 
address on a first communication network, initiating a connection to the first 
communication network by the host interface portion dialing the phone dialing the 
destination address entered at the personal data assistant to open a communication 
line, and releasing the communication line for direct connection to the fax function 
(column 4, lines 4-21). 
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Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,101,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
machine interfaces with a personal data assistant (figure 1; column 2, lines 1-2; column 
4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

19. Regarding claim 23, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 21 . He further teaches means wherein if the destination address is an 
address on a computer network, initiating a connection to a forwarding facility by the 
host interface portion dialing a pre-established address for accessing a server, to open 
a communication line between the host interface portion and the forwarding facility, and 
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releasing the communication line for direct connection between the forwarding facility 
and the fax function (column 4, lines 4-42). 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein the fax machine 
interfaces with a personal data assistant. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6,1 01 ,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein the fax 
machine interfaces with a personal data assistant (figure 1; column 2, lines 1-2; column 
4, lines 15-21). 

Given the teaching of Grob et al. (USPN 6,101 ,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device, 
specifically the well-known personal digital assistant. This benefits the system by 
allowing the user to input addresses without having to look up and manually enter onto 
a keypad, thus decreasing mistakes. 

20. Regarding claim 38, 40, 42, and 44, Pasonen (EP 0615377 A2) teaches all the 
limitations as applied to claims 16, 24, 30, and 32, respectively. He further teaches 
means wherein the destination address is entered in a syntactically correct format as 
recognized by a computer network (column 4, lines 4-21). 
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21. Regarding claims 39, 41 , 43, and 45, although the system disclosed by Pasonen 
(EP 0615377 A2) (as applied to claims 38, 40, 42, and 44, respectively) shows 
substantial features of the claimed invention, it fails to disclose means wherein the 
destination address is stored in an address book of the personal data assistant. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2). 

A person having ordinary skill in the art would have readily recognized the 
desirability and advantages of modifying Pasonen (EP 0615377 A2) by employing the 
address book of a personal data assistant. This benefits the system by allowing users 
to enter addresses from the book without the chance of typing in addresses incorrectly. 

22. Regarding claim 46, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 22. He further teaches means wherein each destination address of the 
plurality of destination addresses is entered either in a syntactically correct format as 
recognized by a telephone network or in a syntactically correct format as recognized by 
a computer network (column 4, lines 4-7). 

23. Regarding claim 48, Pasonen (EP 0615377 A2) teaches al the limitations as 
applied to claim 12. He further teaches means wherein the host portion is physically 
linked to, but functionally separate from, the fax function (figure 1; column 3, lines 10- 
30). Please note that the host portion of the fax machine would be functionally separate 
from the facsimile functions. 

24. Regarding claim 49, Pasonen (EP 0615377 A2) teaches all the limitations as 
applied to claim 12. He further teaches means wherein the host portion is integrated 
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with, but functionally separate from, the fax function (figure 1; column 3, lines 10-30). 
Please note that the host portion of the fax machine would be functionally separate from 
the facsimile functions. 

25. Regarding claim 50, although the system disclosed by Pasonen (EP 0615377 
A2) (as applied to claim 12) shows substantial features of the claimed invention, it fails 
to disclose a plurality of traveler portions, each of the traveler portions of the plurality 
being portable relative to the host portion and selectively communicating with the host 
portion. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grob et al. (USPN 6, 1 01 ,397). 

In an analogous art, Grob et al. (USPN 6,101,397) discloses a plurality of 
traveler portions, each of the traveler portions of the plurality being portable relative to 
the host portion and selectively communicating with the host portion (column 2, lines 1- 
2; column 4, lines 15-21). Please note that any number of PDAs could interface with 
the fax via the fax adapter of Grob et al. (USPN 6,101 ,397). 

Given the teaching of Grob et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device. 
This benefits the system by allowing the user to input addresses without having to look 
up and manually enter onto a keypad, thus decreasing mistakes. 
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26. Regarding claim 51 , Pasonen (EP 061 5377 A2) teaches all the limitations as 
applied to claim 12. He further teaches a plurality of fax functions and a plurality of host 
portions, each host portion of the plurality of host portions being connected to one of the 
fax functions of the plurality of fax functions (figure 1 ; column 3, lines 10-30). Please 
note that the number of devices is not limited. 

Although the system disclosed by Pasonen (EP 0615377 A2) shows substantial 
features of the claimed invention, it fails to disclose means wherein a traveler portion 
interacts with the host portion. 

Nonetheless, these features are well known in the art and would have been an 
obvious modification of the system disclosed by Pasonen (EP 0615377 A2), as 
evidenced by Grab et al. (USPN 6,101,397). 

In an analogous art, Grab et al. (USPN 6,101,397) discloses a system for 
interaction with a fax machine and sending fax to email communications wherein a 
traveler portion interacts with the host portion (figure 1; column 2, lines 1-2; column 4, 
lines 15-21). 

Given the teaching of Grab et al. (USPN 6,101,397), a person having ordinary 
skill in the art would have readily recognized the desirability and advantages of 
modifying Pasonen (EP 0615377 A2) by employing the use of a portable input device. 
This benefits the system by allowing the user to input addresses without having to look 
up and manually enter onto a keypad, thus decreasing mistakes. 
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27. Claims 24, 27, and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henry (USPN 6,424,426) in view of Nakamura et al. (USPN 
6,590,677). 

28. Regarding claim 24, Henry (USPN 6,424,426) teaches a facsimile 
communication method with means for: 

a. Receiving a destination address (column 5, lines 6-10). 

b. Conveying via a first data exchange the received address to a host 
interface portion together with commands instructing the host interface 
portion to initiate a facsimile delivery (column 5, lines 24-26). 

c. Establishing, through the dialing of a destination address different from 
the destination address received during the receiving step, a 
communication session between the host interface portion and a 
forwarding facility (column 5, lines 16-17). 

d. Conveying the received address from the host interface portion to the 
forwarding facility, during the first communication session via a second 
data exchange independent of the first data exchange (column 5, lines 
24-26). 

e. Conveying an image from a fax function associated with the host 
interface portion to the forwarding facility, during the first 
communication session via a third data exchange independent of the 
first and second data exchanges (column 5, lines 17-25). 
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f. Delivering the image as an electronic file to the destination address 
received (column 5, lines 38-46; column 6, lines 35-38). 

Although the system disclosed by Henry (USPN 6,424,426) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received and conveyed via a personal digital assistant. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Henry (USPN 6,424,426), as evidenced 
by Nakamura et al. (USPN 6,590,677). 

In an analogous art, Nakamura et al. (USPN 6,590,677) discloses a fax system 
wherein the address is received and conveyed via a personal digital assistant (column 
5, lines 49-59; column 7, lines 28-33). Please note that the interface to the fax machine 
allows the PDA user to interface and perform fax functions such as address input. 

Given the teaching of Nakamura et al. (USPN 6,590,677), a person having 
ordinary skill in the art would have readily recognized the desirability and advantages of 
modifying Henry (USPN 6,424,426) by employing the use of a PDA for address input. 
This benefits the system by allowing users to input saved addresses without having to 
memorize them or make mistakes in typing them into the fax. 
29. Regarding claim 27, Henry (USPN 6,424,426) teaches a facsimile 
communication method with means for: 

a. Receiving an alphanumeric email address, being the address of a 
mailbox on a computer network (column 5, lines 6-10). 
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b. Conveying via a first data exchange the received address to a host 
interface portion together with commands instructing the host interface 
portion to initiate a facsimile delivery (column 5, lines 24-26). 

c. Establishing a communication session between the host interface 
portion and a forwarding facility (column 5, lines 16-17). 

d. Conveying the received address from the host interface portion to the 
forwarding facility, during the first communication session via a second 
data exchange independent of the first data exchange (column 5, lines 
24-26). 

e. Conveying an image from a fax function associated with the host 
interface portion to the forwarding facility, during the first 
communication session via a third data exchange independent of the 
first and second data exchanges (column 5, lines 17-25). 

f. Delivering the image as an electronic file to the destination address 
received (column 5, lines 38-46; column 6, lines 35-38). 



Although the system disclosed by Henry (USPN 6,424,426) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received and conveyed via a personal digital assistant. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Henry (USPN 6,424,426), as evidenced 
by Nakamura et al. (USPN 6,590,677). 
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In an analogous art, Nakamura et al. (USPN 6,590,677) discloses a fax system 
wherein the address is received and conveyed via a personal digital assistant (column 
5, lines 49-59; column 7, lines 28-33). Please note that the interface to the fax machine 
allows the PDA user to interface and perform fax functions such as address input. 

Given the teaching of Nakamura et al. (USPN 6,590,677), a person having 
ordinary skill in the art would have readily recognized the desirability and advantages of 
modifying Henry (USPN 6,424,426) by employing the use of a PDA for address input. 
This benefits the system by allowing users to input saved addresses without having to 
memorize them or make mistakes in typing them into the fax. 
30. Regarding claim 30, Henry (USPN 6,424,426) teaches a facsimile 
communication method, comprising transmitting an image, which begins as a hardcopy, 
from a fax enabled device to a destination address, wherein the transmitting step 
includes at least the step of delivering, to the destination address, an email message 
containing a faxed document as an attachment and containing, as part of the email 
message body. Custom text entered (column 5, lines 16-26, 38-46; column 6, lines 35- 
38). 

Although the system disclosed by Henry (USPN 6,424,426) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received and conveyed via a personal digital assistant. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Henry (USPN 6,424,426), as evidenced 
by Nakamura et al. (USPN 6,590,677). 
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In an analogous art, Nakamura et al. (USPN 6,590,677) discloses a fax system 
wherein the address is received and conveyed via a personal digital assistant (column 
5, lines 49-59; column 7, lines 28-33). Please note that the interface to the fax machine 
allows the PDA user to interface and perform fax functions such as address input. 

Given the teaching of Nakamura et al. (USPN 6,590,677), a person having 
ordinary skill in the art would have readily recognized the desirability and advantages of 
modifying Henry (USPN 6,424,426) by employing the use of a PDA for address input 
This benefits the system by allowing users to input saved addresses without having to 
memorize them or make mistakes in typing them into the fax. 
3 1 . Regarding claim 31 , Henry (USPN 6,424,426) teaches a facsimile 
communication system with means for transmitting an image, which begins as a 
hardcopy, from a fax enabled device to an email address, being the address of a 
mailbox on a computer network; which email address was entered in an alphanumeric 
syntax of the computer network, wherein the transmitting step includes at least the 
transmission of a document, which begins as a hardcopy, from a fax enabled device to 
a forwarding facility via a facsimile protocol and the delivery of the document as an 
electronic file to the email address (column 5, lines 16-26, 38-46; column 6, lines 35- 
38). 

Although the system disclosed by Henry (USPN 6,424,426) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received and conveyed via a personal digital assistant. 
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Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Henry (USPN 6,424,426), as evidenced 
by Nakamura et al. (USPN 6,590,677). 

In an analogous art, Nakamura et al. (USPN 6,590,677) discloses a fax system 
wherein the address is received and conveyed via a personal digital assistant (column 
5, lines 49-59; column 7, lines 28-33). Please note that the interface to the fax machine 
allows the PDA user to interface and perform fax functions such as address input. 

Given the teaching of Nakamura et al. (USPN 6,590,677), a person having 
ordinary skill in the art would have readily recognized the desirability and advantages of 
modifying Henry (USPN 6,424,426) by employing the use of a PDA for address input. 
This benefits the system by allowing users to input saved addresses without having to 
memorize them or make mistakes in typing them into the fax. 
32. Regarding claim 32, Henry (USPN 6,424,426) teaches a facsimile system with 
means for: 

a. Transmitting an image, which begins as a hardcopy, from a fax 
enabled device to a server across a first communication network 
(column 5, lines 16-26). 

b. Transmitting custom text and a destination address to the server 
across the communication network and during a single communication 
session on that first network (column 5, lines 16-26, 38-46). 
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c. Creating at the server an email message containing the image as an 
attachment and, as part of the email message body, the custom text 
(column 5, lines 38-46). 

d. Transmitting the email message from the server to the destination 
address (column 6, lines 35-38). 

Although the system disclosed by Henry (USPN 6,424,426) shows substantial 
features of the claimed invention, it fails to disclose means wherein the address is 
received and conveyed via a personal digital assistant. 

Nonetheless, these features are well known in the art and it would have been an 
obvious modification of the system disclosed by Henry (USPN 6,424,426), as evidenced 
by Nakamura et al. (USPN 6,590,677). 

In an analogous art, Nakamura et al. (USPN 6,590,677) discloses a fax system 
wherein the address is received and conveyed via a personal digital assistant (column 
5, lines 49-59; column 7, lines 28-33). Please note that the interface to the fax machine 
allows the PDA user to interface and perform fax functions such as address input. 

Given the teaching of Nakamura et al. (USPN 6,590,677), a person having 
ordinary skill in the art would have readily recognized the desirability and advantages of 
modifying Henry (USPN 6,424,426) by employing the use of a PDA for address input. 
This benefits the system by allowing users to input saved addresses without having to 
memorize them or make mistakes in typing them into the fax. 

Allowable Subject Matter 
33. Claims 33-37, 47, and 58-69 are allowed. 
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34. Claims 25, 26, 28, 29, and 52-57 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin Parton whose telephone number is (703)306- 
0543. The examiner can normally be reached on M-F 8:00AM - 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenton Burgess can be reached on (703)305-4792. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Kevin Parton 
Examiner 
Art Unit 2153 
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